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L Real Party In Interest 

The real party in interest is Universal Electronic Inc. 

II. Related Appeals And Interferences 

It is not believed that any appeals or interferences are pending which will directly affect 
or be directly affected by or have a bearing on the Board's decision in the pending appeal. 

III. Status Of The Claims 

In the application, claims 1-10 remain pending and, having been finally rejected, are the 
subject of this appeal. 

Claims 11-19 were canceled during the course of prosecution. 

The attached Appendix provides a clean, double spaced copy of pending claims 1-10. 

IV. Status Of Amendments 

The claims are in condition for appeal - no further amendments to the claims are 
pending. 

V. Summary Of The Claimed Subject Matter 

With general reference to Paragraph 0047 and the Figures of the published application for 
patent (US 2004/0056984), the subject matter defined in the independent claim is a system for 
programming a remote control (11) using a readable media or smart card (15). The readable 
media (15) has stored thereon code data. The code data is readable by the remote control (11) 
for use by the remote control (1 1) in connection with commanding a first home appliance to 
perform an operation. In addition, the readable media (15) has stored thereon access data. The 
access data is modifiable by the remote control (1 1) for the purpose of limiting the ability of a 
remote control to use the code data. 
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VI. Grounds Of Rejection To Be Reviewed On Appeal 

1 . Whether the rejection of independent claim 1 under 35 U.S.C. § 103 can be 
maintained when the references being relied upon, whether considered alone or in combination, 
fail to include each and every element set forth in the claims and, furthermore, fail to have any 
disclosure that would suggest the desirability of modifying the primary reference to arrive at the 
invention set forth in the claim. 

2. Whether the rejection of independent claim 1 under 35 U.S.C. § 103 can be 
maintained when the rejection of the claim is based upon art that is "non-analogous." 

3. Whether the rejection of any of dependent claims 2-10 under 35 U.S.C. § 103 can be 
maintained when the rejection of the claims fails to assert or allege that any of the elements set 
forth within the dependent claims are found in the prior art. 

VII. Argument 

A) Summary of the outstanding rejections of the claims 

The pending claims stand rejected under 35 U.S.C. § 103 as being rendered obvious 
based upon the combination of Pariente (WO 9409570) and Renner (U.S. Patent No. 5,679,945). 

In rejecting the claims, it was asserted that Pariente discloses a remote controller that 
includes a readable media storage device where the readable media storage device includes code 
data for commanding different electronic devices. It was acknowledged that Pariente fails to 
disclose that the readable media storage device includes access data for limiting use of the code 
data. Nevertheless, it was asserted that Renner teaches an intelligent card reader which, to 
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prevent unauthorized use of a smart card, is programmed with limitations such as the number of 
times the card can be used or having preprogrammed expiration dates. It was therefore 
concluded that "it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have used an operation limitation to the number of times the Pariente card can be 
used in order to prevent unauthorized use of the card to protect against unauthorized use." 

B) Applicable case law 

It is respectfully submitted that a rejection under 35 U.S.C. § 103 requires that a 
combination of references disclose, either expressly or inherently, each and every element set 
forth in the claims, considering the claims "as a whole." To be "inherently" described in a prior 
art reference, the prior art reference "must make clear that the missing descriptive matter is 
necessarily present in the thing described and that it would be so recognized by persons of 
ordinary skill." Inherency "may not be established by probabilities or possibilities." The mere 
fact that a certain thing may result from a given set of circumstances is not sufficient. 
Continental Can Co. USA v. Monsanto Co., 948 F.3d 1264 (Fed. Cir. 1991). 

Meanwhile, the requirement that the claimed invention be considered "as a whole" is 
meant to prevent evaluation of an invention part by part, i.e., breaking an invention into its 
component parts and then merely finding a reference containing one part, another reference 
containing another part, etc., and to prevent the impermissible use of the specification of the 
applicant as a template to combine these parts for the purpose of deprecating the claimed 
invention. Thus, to assure that such "hindsight reasoning" is not used when assessing the 
patentability of a claimed invention, a rejection under 35 U.S.C. § 103 requires a demonstration 
that an artisan of ordinary skill in the art at the time of the invention, with no knowledge of the 
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claimed invention , would have selected the various parts from the references and combined them 
in the claimed manner. In other words, the test of whether it would have been obvious to select 
specific teachings and combine must still be met by identification of some suggestion, teaching, 
or motivation in the prior art, arising from what the prior art would have taught a person of 
ordinary skill in the field of the invention. In re Fine, 837 F.2d 1071 (Fed. Cir. 1988). 

Furthermore, it is well settled that "in order to rely on a reference as a basis for rejection 
of an applicant's invention, the reference must either be in the field of applicant's endeavor or, if 
not, then be reasonably pertinent to the particular problem with which the inventor was 
concerned." In re Oetiker, 977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir. 1992). See 
also In re DeminskU 796 F.2d 436, 230 USPQ 313 (Fed. Cir. 1986); In re Clay, 966 F.2d 656, 
659, 23 USPQ2d 1058, 1060-61 (Fed. Cir. 1992). 

C) The rejection of claim 1 fails to present a prima facie case of obviousness 
It is respectfully submitted that neither Pariente nor Renner, whether considered alone or 
in combination, disclose each and every element set forth in the claim as is required to maintain a 
rejection under 35 U.S.C. § 103. Furthermore, it is respectfully submitted that Renner fails to 
have any disclosure which can be said to suggest modifying Pariente to arrive at the exact 
invention set forth in the claim as is also required to maintain a rejection under 35 U.S.C. § 103. 

In rejecting the claims it was acknowledged that Pariente fails to disclose, teach, or 
suggest the claimed readable media wherein the readable media has stored thereon access data 
that is modifiable by the remote control for the purpose of limiting use of code data (also stored 
on the readable media). 
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While it was asserted that Renner teaches an intelligent card reader in which "the card is 
programmed with limitations such as the number of times the card can be used or having a 
preprogrammed expiration date," it is respectfully submitted that even given this interpretation of 
Renner (which is believed to be incorrect), the fact remains that Renner still fails to expressly or 
inherently disclose, teach, or suggest those claimed elements which have been acknowledged to 
be missing from Pariente and, as such, cannot be said to suggest modifying Pariente to arrive at 
the invention claimed. Specifically, like Pariente, nothing from Renner expressly or inherently 
describes, teaches, or suggests the desirability of providing a readable media that has stored 
thereon access data that is modifiable bv a remote control for the purpose of limiting use of code 
data that is also read from the readable media by the remote control. 

Turning now to Renner, Renner describes a system for limiting access to physical 
locations that are under the control of an intelligent card reader ("ICR"). As further described 
within Renner, the ICR is adapted to read a card inserted into the ICR. (Col. 11, line 17). 
Furthermore, Renner plainly states that the card inserted into the ICR stores nothing more than a 
static key value. (Col. 11, lines 17-22). Yet further, Renner plainly states that once the static 
key value is read from the card by the ICR, the ICR (and not the card) may be programmed to 
react to the read key value to control parking garage gates or other types of entry-inhibiting 
devices such as safes or file cabinets, to make access contingent on other parameters such as the 
time of day or day of week, or to control access to a number of times or a preprogrammed 
expiration date. (Col. 11, lines 30-35). 

Nowhere, however, does Renner ever set forth that the ICR modifies any data that might 
be stored on the card that is insertable into the ICR. Absent this disclosure, teaching, or 
suggestion, it cannot be said Renner expressly discloses, teaches, or suggests the desirability of a 
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system in which data stored on a card is modified by a device which reads the card, e.g., a 
remote control , let alone for the purpose of limiting use of other data read from the card of which 
there is none in the system of Renner, i.e., the card of Renner only stores a key value. Similarly, 
since Renner discloses a system in which the ICR is programmed to do nothing more than read 
and react to the static key value stored on the card insertable into the ICR, it cannot be said that 
Renner inherently discloses, teaches, or suggests those claimed elements that are acknowledged 
to be missing from Pariente, i.e., make clear that the missing descriptive matter is necessarily 
present in the thing described and that it would be so recognized by persons of ordinary skill. 

In sum, since neither Pariente nor Renner disclose, describe, teach, or suggest, either 
expressly or inherently, a card that has stored thereon access data that is modifiable by the 
reading device, i.e., remote control, for the purpose of limiting use of other data that is also 
stored on the smart card and read by the reading device as is set forth in the claim, the 
combination of Pariente and Renner cannot be said to establish a prima facie case of 
obviousness. For this reason, it is submitted that the rejection of claims 1-10 must be withdrawn. 

D) The rejection of claim 1 impermissibly relies upon "non-analogous" art 
It is still further respectfully submitted that Renner, which addresses the problem 
associated with how to limit access to physical locations, i.e., parking garages, safes, etc., is 
clearly non-analogous art and, therefore, not suitable for use in determining the obviousness of 
the invention claimed. As noted above, it is well settled that "in order to rely on a reference as a 
basis for rejection of an applicant's invention, the reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem with which 
the inventor was concerned." With respect to the first criteria used to determine relevance of a 
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prior art reference it cannot be argued that the programmable card reading lock disclosed within 
Renner is in the field of remote controls. This is evidenced by, among other things, the USPTO 
classifications of Renner as compared to the USPTO classifications of the subject application for 
patent. With respect to the second criteria used to determine relevance of a prior art reference, it 
is submitted that the disclosure within Renner would not have commended itself to the inventor's 

■ 

attention in considering the problem the subject invention solves, i.e., the problem solved by the 
subject invention has nothing to do with using a key to limit access to physical locations via a 
programmable key accepting lock. Thus, for the reason that Renner is non-analogous art it is 
respectfully submitted that the rejection of the claims must be withdrawn. Wang Laboratories, 
Inc. v. Toshiba Corp., 993 F.2d 858, 26 USPQ2d 1767 (Fed. Cir. 1993) (Reference was found to 
be in a different field of endeavor because it involved memory circuits in which modules of 
varying sizes may be added or replaced, whereas the claimed invention involved compact 
modular memories and since memory modules of the claims at issue were intended for personal 
computers and used dynamic random-access-memories, whereas reference SIMM was developed 
for use in large industrial machine controllers and only taught the use of static random-access- 
memories or read-only-memories.) 

E) No prima facie case of obviousness has been presented for any of claims 2-10 
It is additionally submitted that a prima facie case of obviousness has not been presented 
for any of dependent claims 2-10. In this regard, the Office Action fails to set forth where either 
Pariente or Renner disclose the elements set forth in these claims, considering each and every 
word. For example, the Office Action never asserts that either Pariente or Renner discloses, 



8 



Application No. 10/662,263 

teaches, or suggests code data stored on a readable media that is limited in use by means of 
access data wherein the code data specifically: 

1) functions to allow remote control access to limited-access programming (claim 3); 

2) functions to allow timed access to limited-access programming (claim 4); 

3) functions to allow a predetermined number of accesses to limited-access programming 
(claim 5); 

4) functions to enable access to a code stored within the remote control (claim 7); 

5) functions to associate command codes with buttons of the remote control (claim 8); or 

6) functions as data representative of a channel line-up of a broadcast service provider 
(claim 9 or claim 10). 

Since the burden of presenting a prima facie case of obviousness with respect to any of 
claims 2-10 has not been met and since neither Pariente nor Renner disclose any of the elements 
above-noted, the rejection of at least the above-noted claims must be withdrawn. 



F) Conclusion 



It is respectfully submitted that the application is in good and proper form for allowance. 
Such action of the part of the Board is respectfully requested. 



Respectfully Submitted; 



Date: January 12, 2006 



By: 





Gary R. Jaro$i|k 
Reg. No. 35, 
Greenberg Traurig, LLP 
77 W. Wacker Drive, Suite 2500 
Chicago, Illinois 60601 
(312) 456-8449 
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VIII. CLAIMS APPENDIX 

The following is a clean copy of the claims involved in the Appeal: 

1. A system for programming a remote control, comprising: a readable media having electrical 
contacts for allowing the readable media to be releasably connected to the remote control, the 
readable media having stored thereon code data where the remote control is adapted to read the 
code data from the readable media and thereafter use the code data in connection with 
commanding a first home appliance to perform an operation and wherein the readable media has 
stored thereon access data that is modifiable by the remote control for the purpose of limiting use 
of the code data. 

2. The system as recited in claim 1, wherein the code data functions to add codes to the remote 
control for use in connection with commanding a second home appliance to perform an 
operation. 

3. The system as recited in claim 1 , wherein the code data functions to allow remote control 
access to a limited-access program presented on the first home appliance. 

4. The system as recited in claim 3, wherein the access data functions to allow timed access to 
the limited-access program presented on the first home appliance. 

5. The system as recited in claim 3, wherein the access data functions to allow a predetermined 
number of accesses to the limited-access program presented on the first home appliance. 
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6. The system as recited in claim 1, wherein the code data functions to add a code to the remote 
control for use in commanding the first home appliance to perform a predetermined operation not 
otherwise commandable via the remote control. 

7. The system as recited in claim 1 , wherein the code data functions to enable access to a code 
stored within the remote control for use in commanding the first home appliance to perform a 
predetermined operation. 

8. The system as recited in claim 1, wherein the code data functions to associate command codes 
with buttons of the remote control whereby activation of one of the buttons commands the first 
home appliance to access a specific program presented on the first home appliance. 

9. The system as recited in claim 8, wherein the code data comprises data to enable remote 
control access a channel line-up of a broadcast service provider. 

10. The system as recited in claim 9, wherein the code data reflects a change to a channel line-up 
of a broadcast service provider. 
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IX EVIDENCE APPENDIX 

No evidence was submitted pursuant to Sees. 1.130, 1.131, or 1.132. 
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X. RELATED PROCEEDINGS APPENDIX 

No decisions have been rendered by a court or the Board in any proceedings identified 
pursuant to paragraph (c)(1)(H) of 37 CFR 41.37. 
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